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tS^?!!!'^^^^^ STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- H NO Period for renliltnfrm ^^l' "'^""^'^ ^^P'V ^"''i" statutory minimum of thirty (30) days will be considered timely. 
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Status 

1)0 Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under £xpa/te Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 12 Claim(s) ^46 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

QM Claim(s) 1-8. 10-12. 15-29.31 ^9.35-44 and 46 i.s/arp rPjprtPri 

7) 13 Claim(s) 9. 13. 14.30.33.34 and dF, \<^I=t^ nhjor^toH 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 the specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1 121(d) 
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Priority under 35 U.S.C. § 119 
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2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Clainns 2 and 6 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Claim 2 recites the limitation "the inner central portion". There is insufficient 
antecedent basis for this limitation in the claim. 

4. Claim 6 recites the limitation "said central portion". There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

otdtSS. 

(e) the invention was described in (1 ) an application for patent, published under section 122(b) by 
another filed in the United States before the inventton by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the Invention by the 
f K?^f "I.^^.^^^*®"*" ^^'^P* ^" international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only If the international application designated the United States and was published under Article 21f2^ 
of such treaty in the English language. 

6. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by MacAdam et 
al (US. Pat. No. 6,631,722). 

MacAdam discloses all that is recited in the daims (see figures). 
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7. Claim 1 is rejected under 35 U.S.C. 1 02(b) as being anticipated by Smith et al 
(US. Pat. No. 6,041,790). 

Smith et al discloses all that is recited in the claim (see fig. 6) 
Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-8, 10-12, 15-29, 31-32, 35-44 and 46 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Berger et al (US. Pat. No. 3,599,646) in view of 
Marmo et al (US. Pat. No. 4,311,720). 

Berger et al discloses nearly all that is recited in the claims, except it may not 
specifically state that at least one breakable capsule is disposed In the cavity (see entire 
document). However, Berger et al does state that materials for flavoring smoke may be 
provided in the cavity (see col. 1 , lines 54-58). Further, Marmo et al discloses a means 
to flavor tobacco smoke comprising gelatin, flavor-filled capsules (which obviously can 
be considered to be "breakable") that have the claimed characteristics. Therefore, it 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to incorporate the flavoring means of Marmo et al into the filter cavity of 
Berger et al since the flavor capsules of Marmo et al provide for instantaneous evenly 
distributed flavor release during smoking activity (see col. 4, lines 40-52). 
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Regarding claims 11-12, 31-32, 42-43, and 46, while Berger et al modified by 
iVIarmo et a! may not specifically state that a diluting agent is used, with the flavorant, 
and said agent is a medium chain triglyceride, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide for a diluting agent, in the 
form of such a triglyceride mixture, since this type of oily substance is capable of readily 
dissolving hydrophobic flavorants, is excellent in oxidation stability and is easy to handle 
due to its low viscosity, which would allow for a more homogenous mixture to be used in 
the flavor-contained gel of the combined references. 

Allowable Subject Matter 
1 0. Claims 9, 1 3-1 4, 30, 33-34, and 45 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Dionne A. Walls whose telephone number is (571) 272- 
1 195. The examiner can normally be reached on Mon-Fri, 7AM - 4:30PM (Every other 
Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on (571) 272-1 189. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-frel). |\ 
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